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DETAILED ACTION 
Response to Arguments 

a. Applicant argues that Zigmond does not specifically disclose 'a digital television 
receiver performing a digital TV function.' 

Zigmond indeed supports the above. Note: [7, 25-67]; digital data stream; 
WebTV. Note original office action. 

b. Applicant argues that Zigmond does not specifically disclose 'storing a plurality of 
advertisement messages in a storage device.' 

Zigmond indeed supports the above. Note: (fig. 4, 5, [15, 17-34]; [8, 1-1 1]; the 
advertisements are effectively cached at a point in time). Note original office action. 

c. Applicant argues that Zigmond does not specifically disclose 'subsequent to 
storing the plurality of the advertisement messages, using the digital television receiver 
to receive video data from a digital television service provider.' 

Applicant's arguments fail to comply with 37 CFR 1 .1 1 1(b) because they amount 
to a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the 
references. 

Zigmond indeed supports the above. Note original office action. Note: MPEP 
706.02(b). None of the following were met. 



Application/Control Number: 10/021,129 



Page 3 



Art Unit: 2612 



A rejection based or. 35 U.S.C. 102(e) canbs overcoae by. 

(A) Persuasiva^ arming flat the ctaias are patentabV disthgiishabfe £oa the prior 
art; 

(B) Aaending (he daias to pateriebh? distzsiEfc over the prior art; 

(C) Filhgan a5davi or dactaratbn under 3 7 CFR 1.132 storh* that fee 
^2&e«et^!^t»flSflDtt3y*^fr.eT^Se^^£P^> § 715.01(aX § 715.01(cX 
and § 716.10. 

(D) Filhgan aSdavu a dsckrat bn under 3 7 CFR LI 3 1 shcrc*ig prior fisen&xa 
if the reference is not a U.S. patent or a U.S. patent applkatbn pubfcaaon 
cteiafcg tte saae patentable irwentbnas de&ed fc 37 CFR *>4 1.203(a)<. See 
MPEP § 715 ibr fuore ir&raation or. 37 CFR 1 .13 1 aSdavita. When the daias 
of the reference U-S. patent or U.S. patent appfication pub&afon and the 
application are directed to the saas trssntion or are obvious variants, an sSdavit 
or decferatjonundar 3 7 CFR 1.131 snot an acceptable method of o^coatng 
the rsjectbn-Urxier these crcuastances. the exaatner aust deteraine whether a 
double patenting rejection or interference is appropriate. If there is a cos-son 
assignee or r.wnror between (he application and patent, a double patenting 

rej action aust be aa<ia. See MPEP £ K>4. If there is no coaaon assignee or 
tm«LDr and the rejection under 35 U.S.C. 102(e) is the etify poasbk rejection, 
the eiananer aust deteraha vftether an interference should be cedared. See 
MPEP Chapter 2300 fcr aore ir&rsationre^dir^iiferferences; 

(E) Perfecting a ekesto prkriryunder 3 5 U.S.C. 1 19(aK<9 within the tiae 
period aet in 3 7 CFR 1.5 5<aXl) or Ehga grantable pethon under 3 7 CFR 
1.5 5(c). S ee MPEP § 2)1 . 13- The foreign prioriry fling date aust antedate the 
reference and be perfected. The Sing date of the prioriry document i not 
perfected unless apflfosnthss fled a certaed prioriry document hthe application 
(and anEr£lish tan^jas transition, if tte document £ not h Engish) (see 3 7 
CFR L55(aX3)) and the eiaainer fcs esteblshed that the priorxydocuaent 
satisfies the enableaent and desertion requireaantsof 35 U.S.C. 112, first 
parasrapfeior 

(F) Perfecting priority under 35 U.S.C. 119{e)or 120. withaithe tiae periods set 
in 3 7 CFR 1 .7E<a) a filing a granteble patilkxiurider 3 7 CFR 1 _7S<a)„by 
aaending the ^peciacationof the app&atbn id contain a specific reference to a 
prior appfcatsonor by filing anappHcation date &eet under 37 CFR 1 .75 which 



contains a speciac reference to a prior appfcationh accordance wtti37 CFR 
1.75(a), and by estebS±ing that the prbr application satisfies the enabteaent and 
^ttandesa^ion require aents of 35 JJS.C. 112, first para^aph. See MPEP § 
201-11 and § 706-02. 



d. Applicant argues Zigmond does not specifically disclose 'with the digital 



television receiver, outputting the plurality of the advertisement messages and the 
received video data../ 



Zigmond indeed supports the above. Both advertisement messages are received video 
data are output, despite toggling. Note original office action. 
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e. Applicant argues Zigmond does not specifically disclose 'if a predetermined 
number of the plurality of the advertisement messages has been output, then disabling 
the digital TV function of the digital television receiver 1 

Zigmond indeed supports the above. If a predetermined number of the plurality of the 
advertisement messages has been output, then the digital TV function is effectively 
disabled as claimed. Note original office action. 

f. Applicant argues Zigmond does not specifically disclose 'after the digital TV 
function has been disabled, storing a new set of the plurality of advertisement 
messages in the storage device, and subsequently enabling the digital TV function of 
the digital television receiver. 

Zigmond indeed supports the above. Note paragraphs e and b of this office 

action. 

g. Applicant argues Zigmond does not specifically disclose 'storing the new set../ 
Zigmond indeed supports the above. Advertisement messages were effectively 

downloaded from a network at some point in time. Note original office action. 

h. Applicant argues Zigmond does not specifically disclose 'setting the 
predetermined../ 
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Zigmond indeed supports the above. The plurality of advertisements paid for are 
guaranteed to be shown and effectively stored at some point. Note original office 
action. 

i. Applicant argues Zigmond does not specifically disclose 'providing the storage..' 

Zigmond indeed supports the above. The plurality of advertisements paid for are 
guaranteed to be shown and effectively stored at some point. Note original office 
action. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., 'part of the viewer's TV set') are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 1 81 , 26 USPQ2d 1 057 (Fed. 
Cir. 1993). 

j. Applicant argues Zigmond does not specifically disclose 'storing the plurality../ 
Zigmond indeed supports the above. Note paragraph h of this office action. 

k. Applicant argues Zigmond does not specifically disclose 'receiving additional 
video...' 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 



Application/Control Number: 10/021 ,129 Page 6 

Art Unit: 2612 

(i.e., 'cross-over links comprise receiving additional video data../) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Note original office action. Video programming; program description information. 

Applicant's arguments fail to comply with 37 CFR 1.1 1 1(b) because they amount 
to a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the 
references. 

I. Applicant argues that 'at the time the claimed invention was made...' 
Note CFR 1.130. 

§ 1.130 Affidavit or declaration to disqualify commonly owned patent or 
published application as prior art. 

(a) When any claim of an appEcation or a patent under reexamination is rejected 
under 35 U.S.C. 103 on a U.S. patent or U.S. patent application publication 
which is not prior art under 35 U.S.C. 102(b), and the inventions defined by the 
claims in the application or patent under reexamination and by the claims in the 
patent or published application are not identical but are not patentably distinct, 
and the inventions are owned by the same party, the applicant or owner of the 
patent under reexamination may disqualify the patent or patent application 
publication as prior art. The patent or patent application publication can be 
disqualified as prior art by submission of 

(1) A terminal disclaimer in accordance with § 1.32 1(c); and 

(2) An oath or declaration stating that the application or patent under 
reexamination and patent or published application are currently owned by the 
same party., and that the inventor named in the application or patent under 
reexamination is the prior inventor under 35 U.S.C. 104. 
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m. Applicant argues non-analogous art. 
Note: MPEP2145. 

IX. ARGUING THAT PRIOR ART IS NONANALOGOUS 

A prior art reference is analogous if the reference is in the field of applicants endeavor 
or, if not the reference is reasonably pertinent to the particular problem with which the 
inventor was concerned In re Oetiker, 977 F.2d 1443, 1446, 24 USPQ2d 1443, 1445 
(Fed Cir. 1992). 

See MPEP § 2 141.01(a) for case law pertaining to analogous art. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). 



n. Applicant argues that 'the reference itself must suggest the modification or 

combination../ 

Note: MPEP 2143 and 2145. 

2143 Basic Requirements of a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art to modify the reference, or 
to combine reference teachings. Second, there must be a reasonable expectation of 

success. Finally, the prior art reference (or references when combined) must teach or 

suggest all the claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in applicant s disclosure. 
In re VaecK 947 F.2d 488, 20 USPQ2d 1438 (Fed Cir. 1991). 
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X. ARGUING IMPROPER RATIONALES FOR COMBINING 
REFERENCES 

A. Impermissible Hindsight 

Applicants may argue that the examiner's conclusion of obviousness is based on 
improper hindsight reasoning. However, "[ a 3 n Y judgement on obviousness is in a sense 
necessarily a reconstruction based on hindsight reasoning, but so long as it takes into 
account only knowledge which was within the level of ordinary skill in the art at the time 
the claimed invention was made and does not include knowledge gleaned only from 
applicant's disclosure, such a reconstruction is proper w In re McLaughlin 443 F 2d 
1392, 1395 3 170 USPQ 209 a 212 (CCPA 1971). Applicants may also argue that the 
combination of two or more references is "hindsight" because "express" motivation to 
combine the references is lacking. However, there is no requirement that an "express, 
written motivation to combine must appear in prior art references before a finding of 
obviousness." See Ruiz v. A.B. Chance Co. , 357 F.3d 1270, 1276, 69 USPQ2d 1686, 
1690 (Fed Cir. 2004). For example, motivation to combine prior art references may exist 
in the nature of the problem to be solved (Ruiz at 1276, 69 USPQ2d at 1690) or the 
knowledge of one of ordinary skill in the art (National Steel Car v. Canadian Pacific 
Railway Ltd., 357 F.3d 1319, 1338, 69 USPQ2d 1641, 1656 (Fed Cir. 2004)). See 
MPEP § 2143.01 for a discussion of proper motivation to combine references. 



o. Applicant argues the combination of reference(s) do not specifically disclose 
'initializing a counter... ' 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., 'duration of advertisement and video output') are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Note original office action. 
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p. Applicant argues the combination of reference(s) does not specifically disclose 
'decrementing the counter... 1 

However, applicant goes on to admit that ' there is mention whatsoever of 
decrementing a time counter.' Note MPEP 2129 and original office action. 
L ADMISSIONS BY APPLICANT CONSTI TUTE PRIOR ART 

A statement by an applicant during prosecution identifying the work of another as "prior 
art" is an admission that that work is available as prior art against the claims, regardless of 
whether the admitted prior art would otherwise qualify as prior art under the statutory 
categories of 35 U.S.C. 102. Riverwoodlnt 7 Corp. v. R.A. Jones & Co., 324 F.3d 
1346, 1354, 66 USPQ2d 1331, 1337 (Fed Cir. 2003). However, even if labeled as 
"prior art" the work of the same inventive entity may not be considered prior art against 
the claims unless it falls under one of the statutory categories. Id ; see also Reading & 
Bates Construction Co. v. Baker Energy Resources Corp., 748 F.2d 645, 650, 223 
USPQ 1 168 s 1 1 72 (Fed Cir. 1984) ("[Wjhere the inventor continues to improve upon his 
own work product, his foundational work product should not, without a statutory basis, be 
treated as prior art solely because he admits knowledge of his own work. It is common 
sense that an inventor, regardless of an admission, has knowledge of his own work."). 

Consequently, the examiner must determine whether the subject matter identified as 
"prior art" is applicant's own work, or the work of another. In the absence of another 
credible explanation, examiners should treat such subject matter as the work of another. 



q. Applicant argues hindsight. 
Note MPEP 2145. 



Application/Control Number: 10/021,129 Page 10 

Art Unit: 2612 

X. ARGUING IMPROPER RATIONALES FOR COMBINING 
REFERENCES 

A. Impermissible Hindsight 

Applicants may argue that the examiner's conclusion of obviousness is based on 
improper hindsight reasoning. However, "[a]ny judgement on obviousness is in a sense 
necessarily a reconstruction based on hindsight reasoning, but so long as it takes into 
account only knowledge which was within the level of ordinary skill in the art at the time 
the claimed invention was made and does not include knowledge gleaned only from 
applicant's disclosure, such a reconstruction is proper " In re McLaughlin 443 F.2d 
1392, 1395 a 170 USPQ 209, 212 (CCPA 1971). Applicants may also argue that the 
combination of two or more references is "hindsight" because "express" motivation to 
combine the references is lacking. However, there is no requirement that an "express, 
written motivation to combine must appear in prior art references before a finding of 
obviousness." Set Ruiz v. A3. Chance Co., 357 F.3d 1270, 1276, 69 USPQ2d 1686, 
1690 (Fed Cir. 2004). For example, motivation to combine prior art references may exist 
in the nature of the problem to be solved (Ruiz at 1276, 69 USPQ2d at 1690) or the 
knowledge of one of ordinary skill in the art (National Steel Car v, Canadian Pacific 
Railway Ltd., 357 F.3d 1319, 1338, 69 USPQ2d 1641, 1656 (Fed Cir. 2004)). See 
MPEP § 2 143.01 for a discussion of proper motivation to combine references. 



See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 



r. Applicant argues that Kim 20020010927 cannot be used to reject the claims 
under 103a. 

Note CFR 1.130 as above. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 



Application/Control Number: 10/021 ,129 Page 1 1 

Art Unit: 2612 

only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1. Claim(s) 1-4, 6-8 is/are rejected under 35 U.S.C. 102(e) as being anticipated 
by Zigmond (6698020). 

As to claim 1 , Zigmond discloses: 

A method for operating a digital television receiver, which comprises: providing a digital 
television receiver (fig. 3, el. 60; col. 7, lines 37-67) performing a Digital TV function 
(displaying an advertisement col. 7, lines 25-36); 

storing a plurality of advertisement messages in a storage device (fig. 5, el. 84; col. 15, 
lines 17-34; fig. 4, el. 62, col. 8, lines 1-11); 

subsequent to storing the plurality of the advertisement messages, using the digital 
television receiver to receive video data from a digital television service provider (fig. 3, 
el. 66; col. 8, lines 29-38; col. 7, lines 1-25); 

with the digital television receiver, outputting the plurality of the advertisement 
messages and the received video data (fig. 3, el. 58; col. 8, lines 29-38); and 

if a predetermined number of the plurality of the advertisement messages has been 
output (el. 61 counts the number of times a viewer has seen a selected ad. Once the ad 
has been displayed the desired number of times, display of the advertisement to the 
viewer is blocked col. 13, lines 40-47), then disabling the digital TV function (display of 
the advertisement to the viewer is blocked col. 13, lines 40-47) of the digital television 
receiver. 
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As to claim 2, Zigmond discloses: 

after the digital TV function has been disabled, such that video data from the digital 
television service provider are no longer output, storing a new set of the plurality of 
advertisement messages in the storage device (advertisements continue to be 
transmitted col. 8, lines 29-39, and new advertisements are stored after an 
advertisement has reached its desired number viewing times col. 13, lines 40-47); and 

subsequently enabling the digital TV function of the digital television receiver (ads that 
have not reached the desired number viewing counts proceed to be displayed col. 8, 
lines 29-39). 

As to claim 3, Zigmond discloses: 

performing the step of storing the new set of the plurality of the advertisement 
messages in the storage device by downloading the new set of the plurality of the 
advertisement messages from a network (fig. 8, el. 64; col. 8, lines 29-37). 

As to claim 4, Zigmond discloses: 
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setting the predetermined number such that all of the plurality of the advertisement 
messages that were stored will be output (advertisers pay for a guaranteed number of 
exposures col. 14, lines 49-58). 

As to claim 6, Zigmond discloses: 

providing the storage device as a component of the digital television receiver (fig. 5, el. 
84; col. 15, lines 17-34; fig. 4, el. 62, col. 8, lines 1-11). 

As to claim 7, Zigmond discloses: 

performing the step of storing the plurality of the advertisement messages by 
downloading the plurality of the advertisement messages from a network (fig. 5, el. 84; 
col. 15, lines 17-34; fig. 4, el. 62, col. 8, lines 1-11). 

As to claim 8, Zigmond discloses: 

receiving additional video data from the digital television service provider; with the digital 
television receiver, outputting the additional video data without outputting the plurality of 
the advertisement messages (col. 18, line 38 to col. 19, line 9); and limiting a duration 
that the step of outputting the additional video without outputting the plurality of the 
advertisement messages can be performed (information relating to program description 



Application/Control Number: 10/021,129 Page 14 

Art Unit: 2612 

that appear in the feed. Since programs change, topics change and appear for a 
duration; col. 18, line 38 to col. 19, line 9). 

Claim Rejections - 35 U.S.C. § 103 

The following is a quotation of 35 U.S.C. § 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

2. Claim(s) 5, 12-13, 15 is/are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Zigmond (6698020) in view of Kim (20020010927). 

As to claim 5, 

« 

Zigmond teaches out putting the plurality of advertisement messages that were stored 
to be output (col. 15, lines 17-34; col. 18, lines 29-63). 

Zigmond fails to specifically teach a banner and performing the outputting step such that 
the plurality of advertisement messages that were stored are output as banner as 
advertisement messages together with the received video data. 
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In an analogous art, Kim discloses a system of displaying the program signal with the 
banner [0076]. 

It would have been obvious to one of ordinary skill in the art to modify Zigmond's system 
to teach performing the outputting step such that the plurality of the advertisement 
messages that were stored are output as banner advertisement messages together with 
the received video data, as taught by Kim, so as to not frustrate users who wish to view 
their chosen program from beginning to end without interruption. 

As to claim 12, 
Zigmond discloses: 

A digital television receiver, comprising: a video decoder for decoding received video bit 
streams of a selected program to obtain decoded video bit streams of the selected 
program (col. 6, lines 40-47); 

An ad storage device (fig. 5, el. 86) for storing data representing advertisement 
messages and thereby obtaining stored data (fig. 5, el. 84; col. 15, lines 17-34; fig. 4, el. 
62, col. 8, lines 1-11); 
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An ad rendering unit for decoding and rendering the stored data to obtain rendered data 
(fig. 5, el. 84, 86, 83; [15, 16-34]; [12, 33-43]); 

An ad manager unit for reading out the stored data from said banner storage device and 
for providing the stored data to said banner rendering unit, said banner manager unit 
generating a disable signal when a predetermined number of the advertisement 
messages, represented by the stored data, have been read out from the banner storage 
device (el. 61 counts the number of times a viewer has seen a selected ad. Once the ad 
has been displayed the desired number of times, display of the advertisement to the 
viewer is blocked col. 13, lines 40-47; display of the advertisement to the viewer is 
blocked col. 13, lines 40-47); and 

Zigmond fails to specifically teach processing banner and a video reconstruction unit for 
combining the rendered data with the decoded video bit streams of the selected 
program to obtain a combined video output signal that includes information representing 
the selected program. 

In an analogous art, Kim discloses processing a banner ([0076]) and a system of a 
video reconstruction unit for combining the rendered data with the decoded video bit 
streams of the selected program to obtain a combined video output signal that includes 
information representing the selected program (fig. 8,el. 807; [0076]). 
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It would have been obvious to one of ordinary skill in the art to modify Zigmond's system 
to include processing banner and a video reconstruction unit for combining the rendered 
data with the decoded video bit streams of the selected program to obtain a combined 
video output signal that includes information representing the selected program, as 
taught by Kim, so as to not frustrate users who wish to view their chosen program from 
beginning to end without interruption. 

Kim discloses: an output terminal connected to said video reconstruction unit for 
receiving the combined video output signal and for outputting the combined video output 
signal ([0076]). 

As to claim 13, 
Zigmond discloses: 

a system control unit for receiving the disable signal and, in response thereto, for 
prohibiting said output terminal from receiving the information representing the selected 
program (el. 61 counts the number of times a viewer has seen a selected ad. Once the 
ad has been displayed the desired number of times, display of the advertisement to the 
viewer is blocked col. 13, lines 40-47; display of the advertisement to the viewer is 
blocked col. 13, lines 40-47). 



As to claim 15, 
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a network adapter (inherently inside the STB) for downloading the stored data into said 
banner storage device from an external network (fig. 7, el. 64; col. 8, lines 29-37; fig. 5, 
el. 84; col. 15, lines 17-34; fig. 4, el. 62, col. 8, lines 1-11). 

3. Claim(s) 9-11 is/are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Zigmond (6698020) in view of Gupta (20040073947), and in further view of 
Dimitrova (6469749). 

As to claims 9 and 10, 

Zigmond fails to specifically teach performing the limiting step by: initializing a counter to 
a predetermined value; incrementing the counter by an amount corresponding to an 
amount of time that the step of outputting the plurality of the advertisement messages 
and the received video data is being performed; decrementing the counter by an 
amount corresponding to an amount of time that the step of outputting the additional 
video without outputting the plurality of the advertisement messages is being performed; 
and when the counter reaches the predetermined value, discontinuing the step of 
outputting the additional video without outputting the plurality of the advertisement 
messages. 

In an analogous art, Gupta discloses a system of performing the limiting step by: 
initializing a counter to a predetermined value (counter resets to zero [0074]); 
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incrementing the counter by an amount corresponding to an amount of time that the 
step of outputting the plurality of the advertisement messages and the received video 
data is being performed ([0074]; [0078]; [0085]); 

It would have been obvious to one of ordinary skill in the art to modify Zigmond's system 
to teach performing the limiting step by: initializing a counter to a predetermined value; 
incrementing the counter by an amount corresponding to an amount of time that the 
step of outputting the plurality of the advertisement messages and the received video 
data is being performed, as taught by Gupta, so as to allow monitoring of media and 
determine which information to output. 

Zigmond in view of Kim and in further view of Gupta fail to specifically disclose: 
decrementing the counter by an amount corresponding to an amount of time; and when 
the counter reaches the predetermined value, discontinuing the step of outputting the 
advertisement messages. 

In an analogous art, Dimitrova discloses a system of decrementing the counter by an 
amount corresponding to an amount of time; and when the counter reaches the 
predetermined value, discontinuing outputting the advertisement messages (the 
commercial is eventually "forgotten" by the system; col. 7, lines 8-19). 

It would have been obvious to one of ordinary skill in the art to modify Zigmond in view 
of Gupta system to teach decrementing the counter by an amount corresponding to an 
amount of time; and when the counter reaches the predetermined value, discontinuing 
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outputting the advertisement messages, as taught by Dimitrova, so as to allow the 
system to determine how long to allow the commercial to air. 

As to claim 1 1 , 
Gupta discloses: 

providing the counter as a component of the digital television receiver (fig. 2, el. 180; 
[0074]). 

4. Claim(s) 14 is/are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Zigmond (6698020) in view of Kim (20020010927), and in further view of 
Gupta (20040073947), and in further view of Dimitrova (6469749). 

As to claim 14, 

Zigmond discloses: said video reconstruction unit is outputting the information 
representing the selected program without the rendered data (col. 18, line 38 to col. 19, 
line 9). 

Kim discloses: the rendered data is combined with the decoded video bit streams of the 
selected program in said video reconstruction unit ([0076]) 
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said video reconstruction unit also configured to selectively output the information 
representing the selected program without the rendered data (fig. 8,el. 807; [0076]). 

Zigmond in view of Kim fails to teach a counter having a value that is incremented. 

In an analogous art, Gupta discloses a system of a counter having a value that is 
incremented ([0074]; [0078]; [0085]); 

It would have been obvious to one of ordinary skill in the art to modify Zigmond in view 
of Kim's system to a counter having a value that is incremented, as taught by Gupta, so 
as to allow monitoring of media and determine which information to output. 

Zigmond in view of Kim, in further view of Gupta's system fail to specifically disclose: 
said value of said counter being decremented in proportion to an amount of time during 
and when the value of said counter reaches a predetermined lower limit value, said 
video reconstruction unit being prohibited from outputting the information. 

In an analogous art, Dimitrova discloses a system said value of said counter being 
decremented in proportion to an amount of time during and when the value of said 
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counter reaches a predetermined lower limit value, said video reconstruction unit being 
prohibited from outputting the information (the commercial is eventually "forgotten" by 
the system; col. 7, lines 8-19). 

It would have been obvious to one of ordinary skill in the art to modify Zigmond in view 
of Gupta system to teach decrementing the counter by an amount corresponding to an 
amount of time; and when the counter reaches the predetermined value, discontinuing 
outputting the advertisement messages, as taught by Dimitrova, so as to allow the 
system to determine how long to allow the commercial to air. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shirley Lu whose telephone number is (571) 272-8546. 
The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Hofsass can be reached on (571 ) 272-2981 . The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
SL 
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